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Disclaimer



I am a lawyer… 



I am a lawyer… 
…but I’m not your lawyer… 



I am a lawyer… 
…but I’m not your lawyer… 
…. so this is not legal advice



I am a lawyer… 
…but I’m not your lawyer… 
…. so this is not legal advice
(Because if it was, it would be followed with a bill.)



Overview
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Overview
Jurisdiction & Incorporation 

Trademarks 

Copyrights 

Patents 

Trade Secrets 

Software Licensing 

E-Commerce 

Computer Security & Privacy 

Putting it All Together
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Jurisdiction
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Jurisdiction

You can be sued where:
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Jurisdiction

You can be sued where:

You’re incorporated
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Jurisdiction

You can be sued where:

You’re incorporated

Your servers are 
located
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Jurisdiction

You can be sued where:

You’re incorporated

Your servers are 
located

Your customers 
transact the business

Copyright, 2019, Ronald L. Chichester, P.C. - All Rights Reserved



Corporations
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Corporations

Tax issues
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Corporations

Tax issues

Liability issues 
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Corporations

Tax issues

Liability issues 

Where to incorporate?
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Corporations

Tax issues

Liability issues 

Where to incorporate?

What to incorporate as?

Copyright, 2019, Ronald L. Chichester, P.C. - All Rights Reserved



Corporations

Tax issues

Liability issues 

Where to incorporate?

What to incorporate as?

Careful: Default may be 
a partnership
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This part is about  
intellectual property
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So let’s have a few words about 
intellectual property rights…
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There are five types…
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There are five types…

Trademarks 

Copyrights 

Patents 

Trade Secrets 

Right of Publicity
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There are five types…

Trademarks 

Copyrights 

Patents 

Trade Secrets 

Right of Publicity
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IP rights are not positive rights
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IP rights are exclusionary
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You can have IP rights to data 
and code on your server…
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…Your customers may have IP 
rights to data on your server
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You can be held responsible 
for their data on your server

(In some cases…)
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Trademarks
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Trademarks

Trademarks identify the 
source of the software
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Trademarks

Trademarks identify the 
source of the software

Can be a word, logo, 
design, or expression
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Trademarks

Trademarks identify the 
source of the software

Can be a word, logo, 
design, or expression

Must be distinguishable 
from other vendors
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Trademarks
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Trademarks

Trademarks are never a 
noun or a verb
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Trademarks

Trademarks are never a 
noun or a verb

Must be used as an 
adjective or adverb
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Trademarks

Trademarks are never a 
noun or a verb

Must be used as an 
adjective or adverb

… lest they go generic
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Trademarks
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Trademarks

Descriptive marks are a 
problem
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Trademarks

Descriptive marks are a 
problem

Arbitrary marks are 
better but require more 
marketing
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Trademarks

Descriptive marks are a 
problem

Arbitrary marks are 
better but require more 
marketing

You might want the 
“trademark two-step”
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Copyrights
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Copyrights

Copyrights protect the 
expression of an idea that 
is fixed in a tangible media 
by an author

Copyright, 2019, Ronald L. Chichester, P.C. - All Rights Reserved



Copyrights

Copyrights protect the 
expression of an idea that 
is fixed in a tangible media 
by an author

Most common IP right for 
software
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Copyrights

Copyrights protect the 
expression of an idea that 
is fixed in a tangible media 
by an author

Most common IP right for 
software

Registration is inexpensive, 
but ideas are not protected
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Copyrights
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Copyrights

Four types of copyrights:
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Copyrights

Four types of copyrights:

Original work
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Copyrights

Four types of copyrights:

Original work

Derivative work
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Copyrights

Four types of copyrights:

Original work

Derivative work

Collective work
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Copyrights

Four types of copyrights:

Original work

Derivative work

Collective work

Compilation
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Copyrights
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Copyrights

Standard for infringement 
is “substantial similarity”
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Copyrights

Standard for infringement 
is “substantial similarity”

Often requires access 
to source code
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Copyrights

Standard for infringement 
is “substantial similarity”

Often requires access 
to source code

Hard to know opponent 
has your code until after 
a lawsuit is filed
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Copyrights
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Copyrights

Use of copyright requires 
permission from owner
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Copyrights

Use of copyright requires 
permission from owner

Requirements for 
permission can adversely 
impact your exit strategy
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Copyrights

Use of copyright requires 
permission from owner

Requirements for 
permission can adversely 
impact your exit strategy

Common problem for 
startups
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Patents

Copyright, 2019, Ronald L. Chichester, P.C. - All Rights Reserved



Patents

A patent is a grant by a 
government conferring a 
temporary monopoly on 
the making, using, 
selling (or offering to sell) 
an invention described 
in a valid claim
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Patents

A patent is a grant by a 
government conferring a 
temporary monopoly on 
the making, using, 
selling (or offering to sell) 
an invention described 
in a valid claim

The “patent bargain”
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Patents
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Patents
Useful disclosure of the 
technology is mandatory
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Patents
Useful disclosure of the 
technology is mandatory

After the Supreme Court’s 
decision in Alice, patents for 
software are harder to get, 
but still possible

Copyright, 2019, Ronald L. Chichester, P.C. - All Rights Reserved



Patents
Useful disclosure of the 
technology is mandatory

After the Supreme Court’s 
decision in Alice, patents for 
software are harder to get, 
but still possible

Extent of claims known only 
after disclosure of the 
technology to the public
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Trade Secrets
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Trade Secrets

A trade secret is just about 
any kind of information that 
affords a competitive 
advantage
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Trade Secrets

A trade secret is just about 
any kind of information that 
affords a competitive 
advantage

Cheap to keep but some 
effort is required
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Trade Secrets

A trade secret is just about 
any kind of information that 
affords a competitive 
advantage

Cheap to keep but some 
effort is required

Need employee agreements
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Software Licensing
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Software Licensing
Closed Source
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Software Licensing
Closed Source

Open Source
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Software Licensing
Closed Source

Open Source

Mixed Open/Closed
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Software Licensing
Closed Source

Open Source

Mixed Open/Closed

Architect the Business 
Model
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Software Licensing
Closed Source

Open Source

Mixed Open/Closed

Architect the Business 
Model

Architect the Functional 
Model
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E-Commerce
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E-Commerce
Website design essential
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E-Commerce
Website design essential

Flashy UI ($$$$)
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E-Commerce
Website design essential

Flashy UI ($$$$)

Integrated Database
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E-Commerce
Website design essential

Flashy UI ($$$$)

Integrated Database

Contracting Process
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E-Commerce
Website design essential

Flashy UI ($$$$)

Integrated Database

Contracting Process

Security/Privacy
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E-Commerce
Website design essential

Flashy UI ($$$$)

Integrated Database

Contracting Process

Security/Privacy

PCI Compliance
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E-Commerce
Website design essential

Flashy UI ($$$$)

Integrated Database

Contracting Process

Security/Privacy

PCI Compliance

Customer Support
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Computer Security & Privacy
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Computer Security & Privacy
Website + ToS + PP
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Computer Security & Privacy
Website + ToS + PP

Development Servers
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Computer Security & Privacy
Website + ToS + PP

Development Servers

Employees + 3rd Parties
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Computer Security & Privacy
Website + ToS + PP

Development Servers

Employees + 3rd Parties

Breach/Notification
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Computer Security & Privacy
Website + ToS + PP

Development Servers

Employees + 3rd Parties

Breach/Notification

Ransomware
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Computer Security & Privacy
Website + ToS + PP

Development Servers

Employees + 3rd Parties

Breach/Notification

Ransomware

Cyber-Insurance
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Exit Strategy
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Exit Strategy
Accumulate IP & Traction
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Exit Strategy
Accumulate IP & Traction

Many types of acquisitions
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Exit Strategy
Accumulate IP & Traction

Many types of acquisitions

Due Diligence
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Exit Strategy
Accumulate IP & Traction

Many types of acquisitions

Due Diligence

Watch for misappropriation 
of trade secrets / src code
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Exit Strategy
Accumulate IP & Traction

Many types of acquisitions

Due Diligence

Watch for misappropriation 
of trade secrets / src code

Beware Sarbanes-Oxley
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Exit Strategy
Accumulate IP & Traction

Many types of acquisitions

Due Diligence

Watch for misappropriation 
of trade secrets / src code

Beware Sarbanes-Oxley

SEC Filings Possible
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Questions?



https://texascomputerlaw.com



http://ronaldchichester.com

http://ronaldchichester.com




Ronald L. Chichester, Esq. 
Ronald Chichester, P.C. 
713-302-1679 
ron@texascomputerlaw.com

mailto:ron@texascomputerlaw.com

